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I. INTRODUCTION 

DSE’s opening brief showed that the copyright fair use factors weigh 

decisively against Defendants’ infringing conduct.  Defendants’ primary response 

is an attempt to resurrect their failed “parody” excuse, which even the district court 

rejected.  The law and undisputed facts establish that Defendants’ use is neither a 

parody nor otherwise transformative, that Defendants borrowed far too much from 

DSE’s copyrighted works, and that similar widespread uses would substantially 

harm DSE’s actual and potential markets for the original and derivative works.  

Reversal and summary judgment for DSE on the copyright claims are warranted. 

On the trademark claims, Defendants largely repeat the district court’s legal 

errors.  In doing so, they incorrectly sidestep the material facts that preclude entry 

of summary judgment on these claims, which should be remanded for trial. 

II. BOLDLY DOES NOT MAKE TRANSFORMATIVE USE OF GO! 

(FIRST FACTOR) 

A. Penguin Books Remains the Most Relevant Precedent 

Defendants fail to distinguish this Court’s most relevant precedent on 

transformative use, Dr. Seuss Enterprises, L.P. v. Penguin Books USA, Inc., 109 

F.3d 1394 (9th Cir. 1997).  This Court gives substantial weight to its precedents in 

fair use cases where the prior alleged transformative uses were factually similar to 

those at issue in the current appeal.  See, e.g., Los Angeles News Serv. v. Reuters 

Television Int’l, Ltd., 149 F.3d 987, 994 (9th Cir. 1998), and Los Angeles News 
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Serv. v. KCAL-TV Channel 9, 108 F.3d 1119, 1121-22 (9th Cir. 1997), both relying 

on the factual analysis of Los Angeles News Serv. v. Tullo, 973 F.2d 791 (9th Cir. 

1992).  The Court should apply Penguin Books here because the facts of this 

appeal are strikingly similar to the facts in Penguin Books. 

The defendants in both Penguin Books and this case used Dr. Seuss’s 

drawings, framing, and even titles (“The Cat NOT In the Hat” in Penguin Books, 

“Oh, The Places You’ll Boldly Go!” here) for works that the respective district 

courts found were plainly not parodies.  Both “mashed up” Dr. Seuss material with 

another well-known source (respectively, the O.J. Simpson murder trial and Star 

Trek) “‘to get attention’ or maybe even ‘to avoid the drudgery in working up 

something fresh.’”  Penguin Books, 109 F.3d at 1400 (citation omitted).  When 

sued, both made “completely unconvincing” assertions, id. at 1403, that their 

exploitative books were really critical commentaries on the copied Dr. Seuss 

books.  Indeed, the facts here cut even more sharply against fair use: ComicMix 

took much more from Dr. Seuss than one character’s hat and gloves as in Penguin 

Books, and the extent of likely harm to DSE’s established markets from Boldly is 

greater.  In light of the close factual similarities,  the Court should follow Penguin 

Books and reject the fair use defense. 
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B. Boldly Is Not a Parody of Go! 

1. No Parody Can Be Reasonably Perceived in Boldly 

Defendants, with many self-laudatory assertions, claim that Boldly is a 

“parody mashup” with “sly commentary” on and “subtl[e] prob[ing]” and “artful[] 

. . . skewer[ing]” of Go!’s underlying messages.  Def. Br. 21, 27-28, 35-36.  The 

commentary, supposedly, is that Boldly shares the “universalist” perspective found 

in Star Trek and somehow critiques an alleged “individualis[m]” in Go!.  Def. Br. 

28. 

However, as the Court will find in comparing the two works on de novo 

review, and as the district court itself found, no parodic or other critical 

commentary on Go! can be “reasonably . . . perceived” in Boldly.  Campbell v. 

Acuff-Rose Music, Inc., 510 U.S. 569, 582 (1994); ER80-81.  As a comparison of 

the works shows—before even getting into the ample record of Defendants’ 

imitative purpose—Boldly is just a rehash of Go! with a Star Trek veneer.  If a 

critique were reasonably perceivable, Defendants would not need six jargon-filled 

pages of their appeal brief to explain where it may be located.  Cf. Def. Br. 27-33. 

2. Defendants Admitted That They Were Imitating Go!, Not 

Criticizing It 

The absence of parody or other criticism in Boldly is no accident.  

Defendants themselves admitted that their purpose in Boldly was to imitate and 

echo Go!, not to comment on or ridicule it. 

Case: 19-55348, 11/25/2019, ID: 11512194, DktEntry: 72, Page 9 of 39



 

4 
 

Defendant Templeton wrote that “[t]he point of the original story is that life 

is an adventure but it WILL be tough and there WILL be setbacks and you should 

not despair of them . . . .  I think that some of the places where the original talks 

about depressions and slumps and darkness should be reflected in our version as 

well.”  ER421. 

Defendant Gerrold said under oath that the message of Boldly was the same 

as that of Go!: “there are going to be big challenges in life . . . if you are going to 

be a captain you have to be prepared for boldly going out there . . . you are going 

to be taking on some big challenges in life, don’t be disheartened by them.” 

ER146.  When asked whether Boldly “specifically comment[s]” on Go!, he 

equivocated and concluded, “I don’t know anymore.”  ER149. 

Contrary to Defendants’ current assertion that Boldly is an “implicit critique 

of Go!,” Def. Br. 27, Gerrold denied any intent to criticize Go!: “What we wanted 

to do is take . . . that theme, that message that says you are going to have a lot of 

troubles but you are an adult now, you can deal with it . . . and put it in the Star 

Trek universe.  So we’re not ridiculing Dr. Seuss, we’re evoking that same 

thematic context.”  ER153 (emphasis added).  Similarly, although Defendants now 

maintain that Boldly “emphasizes [its] incongruities” with Go! (Def. Br. 28), 

Defendant Hauman said under oath that he was looking for points of “congruency” 
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between Star Trek and Go! to see “at what point do these points in the story, in the 

structure, match up.”  ER169. 

Even Defendants’ counsel, Dan Booth, wrote in response to DSE’s cease-

and-desist letter that “[al]though called a parody, [Boldly] may be more accurately 

described as a pastiche,” which “reveals and highlights many surprising 

similarities between those two seemingly disparate imaginary spheres,” 

“analogiz[es]” the Star Trek crew to the hero of Go!, and “amplifies the thematic 

resonances between Dr. Seuss and Star Trek.”  DER46 (emphasis added).  

Defendants’ own words establish that they intended to give Boldly the same look, 

theme and message as Go!, not to criticize Go!. 

Boldly, as Defendants intended, is a Star Trek-flavored clone of Go!.  Like 

Go!, Boldly seeks to entertain and inspire the reader to success.  Defendants did not 

invent their own protagonist or thematic message.  They took the Go! boy who 

visually represents the reader, clothed him in a Star Trek uniform, and told a story 

of how “you,” the reader, are beginning your path through life, will learn how to 

overcome obstacles and despair, and will eventually succeed—precisely the 

framing, development and message of Go! rather than a critical commentary on 

Go!.  See DSE Br. 37.  Just as in Go!, Boldly attributes the reader’s voyage to 

success entirely to his/her own skills and wits, not to some sort of “collective 

action.”  The fact that other crew members are occasionally mentioned in Boldly 
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(three references to “friends,” and one to the character “Scotty”) is inevitable given 

the Star Trek overlay.  But it hardly shows that Boldly expresses a collective 

philosophy that is different from—much less a critique of—the supposed 

individualistic philosophy of Go!. 

3. Defendants’ Post-Hoc Rationalizations Are Not Credible 

Defendants are the latest of many infringers who, when caught, float a 

transparently incredible fair use excuse for copying.  In Penguin Books, the 

defendants claimed that the Cat NOT In the Hat book was “a Dr. Seuss parody that 

transposes the childish style and moral content of the classic works of Dr. Seuss to 

the world of adult concerns.”  109 F.3d at 1402.  This Court found this assertion to 

be “‘pure shtick’ and [defendants’] post-hoc characterization of the work  . . . 

‘completely unconvincing.’”  Id. at 1403.  See also Castle Rock Entm’t v. Carol 

Pub. Grp., Inc., 150 F.3d 132, 142-43 (2d Cir. 1998) (rejecting argument that 

Seinfeld trivia book was a “critical text” that “exposed . . .  [Seinfeld]’s nothingness 

to articulate its true motive forces and its social and moral dimensions”);  Morris v. 

Guetta, No. LA CV12–00684 JAK (RZx), 2013 WL 440127, at *9 (C.D. Cal. Feb. 

4, 2013) (rejecting defendant’s “post-hoc rationalization of the justification for 

copying”); Salinger v. Colting, 641 F. Supp. 2d 250, 258 (S.D.N.Y. 2009), vacated 

on other grounds, 607 F.3d 68 (2d Cir. 2010) (defendants’ claims were “post-hoc 
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rationalizations employed through vague generalizations about the alleged naiveté 

of the original, rather than reasonably perceivable parody”). 

ComicMix’s “shtick” that Boldly is a critical transposition of Dr. Seuss 

works to an adult world (as discussed further below) is no more convincing than 

the excuses of the infringers in the above cases.  The Court should reject it now, 

just as it rejected the excuse in Penguin Books. 

4. The Record Shows that Defendants Never Intended Boldly 

to Be an “Adult” Commentary on Go! 

Defendants argue that Boldly criticizes Go! by implication because Go! is a 

“children’s book” while Star Trek features “social commentary for an adult 

demographic” in which “[s]exual innuendo abounds.”  Def. Br. 28-30.  Neither leg 

of the argument is true.  First, Go! is not a mere “children’s book.”  The district 

court correctly observed that although the book may be read by children, it is “also 

aimed at teenagers and adults” and “is a very popular gift for graduates.”  ER5.  

Second, Boldly was not written exclusively for an adult demographic.  Defendants’ 

brief gives a truncated quote from a Hauman e-mail to a prospective illustrator that 

Hauman didn’t “expect [Boldly] to be read by 5 year olds.”  Def. Br. 41.  But 

Hauman’s full statement tells a different story: 

We’d be looking at about 24 spread illustrations or so 

(book still being written) just as you’d see in a Seuss book, 

and yes, family friendly (assuming you think the outfits on 

Star Trek are family friendly) although we don’t expect it 

to be read by 5 year olds, it should be safe for them. 
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DER26 (emphasis added). 

In fact, Defendants’ own Kickstarter page promoting the book called it “a 

perfect gift for children and adults of all ages.”  ER445.  Defendants’ mass-market 

publisher AMP concurred, viewing the core market for Boldly as graduating 

students as young as “8th grade.”  ER1154. 

 Defendants assert that Star Trek is “‘violent, sexual, sophisticated adult 

entertainment.’”  Def. Br. 29 (quoting ER125).  However, they put none of these 

elements into Boldly, which, as they admit, was “family friendly” entertainment, 

“safe” for 5-year-olds and a suitable gift for “children and adults of all ages.”  

DER26; ER445 (emphasis added).  The Court should reject Defendants’ made-for-

litigation contentions to the contrary. 

5. Defendants’ Excuse Does Not Justify Their Extensive 

Takings of Dr. Seuss Drawings 

Defendants must justify all of their takings from Dr. Seuss.  Campbell, 510 

U.S. 589.  Even if one were to assume that the text of Boldly criticized a textual 

theme in Go!, this would not justify Defendants’ painstaking copying of drawings 

from Go!, none of which is shown to express the “individualistic” outlook 

allegedly being criticized.  Def. Br. 35.  Copying of these drawings would not be 

necessary to identify Go! as the subject of the alleged critique.  Campbell, 510 U.S. 

at 588.  And Defendants would be even less justified in using drawings from four 

other Dr. Seuss works, such as copying the machine from Sneetches that puts stars 

Case: 19-55348, 11/25/2019, ID: 11512194, DktEntry: 72, Page 14 of 39



 

9 
 

on the bellies of Sneetches, down to the last imaginary bolt and steam valve.  See 

comparative illustrations at DSE Br. 11-13, 43-44. 

C. Boldly Is Not Otherwise Transformative of Go! 

Anticipating the failure (again) of their parody/criticism excuse, Defendants 

advance two other arguments.  First, they contend that the elements appropriated 

from Go! have been “reformulate[d] in . . . an incongruous Star Trek hybrid.”  Def. 

Br. 36.  This merely repackages the district court’s conclusory statement that 

Boldly is transformative because it is a mash-up that combines the worlds of Dr. 

Seuss and Star Trek.  ER81.  Defendants provide no support for this other than 

their own assertions that mash-ups “tend to be transformative” and appeal to 

“media-literate metacognitive readings alert to serendipitous correspondence and 

collisions.”  Def. Br. 35-36. 

None of this say-so refutes the point made in DSE’s opening brief.  The 

accepted dictionary definition of “mash-up,” which was used by the district court, 

ER80, contains no requirement or suggestion that combining copyrightable 

elements of two works results in change of either work in the direction of fair use.  

DSE Br. 29.  Campbell requires the proponent of fair use to show that it has altered 

the appropriated work “with new expression, meaning, or message.”  510 U.S. at 

579.  If anything, creators of a mash-up appropriating from multiple authors’ 

copyrighted works should have a greater burden on fair use than the ordinary 
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infringement defendant, because as Campbell suggests, they must show that each 

of the works they have appropriated has been given new purpose and meaning.  

Merely transposing elements of one work into another work’s context may produce 

a novel effect, but it does not result in fair use transformation.  See Campbell, 510 

U.S. at 580; id. at 598 (Kennedy, J. concurring). 

Moreover, a mash-up that incorporates substantial copyrightable elements of 

two works by different authors is a derivative work under 17 U.S.C. § 107(4).  It is 

a “work based upon one or more existing works,” in which the prior work(s) have 

been “recast, transformed, or adapted.”  17 U.S.C. § 101 (emphasis added).  

Accordingly, under § 107(4), two owners have the exclusive right to join their 

works together in a mash-up.  This right to create mash-ups is in fact extremely 

valuable to copyright owners.  See MPAA Amicus Br. 2-5.  Nothing in fair use law 

suggests that these derivative rights have a lesser status than the other statutory 

exclusive rights, or that unauthorized mash-ups are entitled to more fair use 

protection than other types of unauthorized derivative works.  See Sesame 

Workshop Amicus Br. 15. 

Boldly may intermingle the Dr. Seuss and Star Trek worlds, but it does not 

alter the copied Dr. Seuss material “with new expression, meaning, or message” in 

the sense required by Campbell, 510 U.S. at 579.  Defendants created Boldly and 

used the Dr. Seuss drawings to advance the “message [of Go!] . . . and put it in the 
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Star Trek universe.”  ER146.  Nor is the combined mash-up “incongruous,” Def. 

Br. 36; as Defendant Hauman said, Boldly emphasizes the “congruity” and points 

at which Star Trek and Go! “match up.”  ER169. 

 Defendants refer to the district court’s statement that the transformativeness  

of mash-ups should be evaluated on a “particularized” basis, including creativity, 

variance from the original, “resulting commentary,” and intended market.  Def. Br. 

36 (quoting ER85).  But Boldly also fails this analytic approach.  There is little 

creativity in the book, which merely crams in as many allusions to the original Star 

Trek series as will fit within the framework of Go!.  Boldly intentionally follows 

the themes and progression of Go! with little variance from the original, presents 

no commentary on Go!, and is directed to the same market of readers that now buy 

or read Go!.1 

   Second, Defendants, relying on Seltzer v. Green Day, 725 F.3d 1170 (9th 

Cir. 2013), argue that Boldly “transforms [Go!] with extensive new content.”  Def. 

Br. 34-35.  However, this assertion misreads Seltzer and ignores key factual 

distinctions. 

                                           
1 Defendants incorrectly accuse DSE of seeking to “monopolize the broad purpose 

of ‘entertainment.’”  Def. Br. 36.  DSE has simply shown that Boldly uses the Dr. 

Seuss material for the purposes and effects Dr. Seuss originally intended: to 

entertain, inspire, and fire the imagination.  Courts have consistently held that 

using entertainment material for its original value is a strong indication that the use 

is not transformative.  See cases cited at DSE Br. 36. 
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Seltzer relied on a narrow extension of transformation principles found in 

two Second Circuit decisions: Blanch v. Koons, 467 F.3d 244 (2d Cir. 2006), and 

Cariou v. Prince, 714 F.3d 694 (2d Cir. 2013).  See Seltzer, 725 F.3d at 1170.  

Both Blanch and Cariou dealt with works of “appropriation art,” a form that uses 

another artist’s works as “raw material” to express entirely different “creative or 

communicative objectives” from the original works without directly commenting 

on that work.  Blanch, 467 F.3d at 253; see also Cariou, 714 F.3d at 699.  

According to those decisions, appropriation art may transform where the 

incorporated original material is given “an entirely different aesthetic,” involving 

“fundamentally different and new” elements such as “composition, presentation, 

scale, color palette, and media.”  Cariou, 714 F.3d at 706.  In Cariou, the 

defendant’s works found to be fair uses so extensively altered the plaintiffs’ 

photographs before inclusion in defendant’s works as to be “barely recognizable.”   

714 F.3d at 710.  On the other hand, Cariou declined to find five of the defendant’s 

works to be fair uses where they were “still similar in key aesthetic ways” to the 

original works.  714 F.3d at 711. 

These cases also look to the “purpose” of the plaintiff’s work.  Blanch, citing 

the defendant’s statement that he used plaintiff’s fashion photograph to 

“comment[] on the social and aesthetic consequences of mass media,” found that 

defendant’s “purposes in using [plaintiff’s] image [were] sharply different from 
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[plaintiff’s] goals in creating it” and had an “entirely different purpose and 

meaning” from the original.  Id. at 252-53 (emphasis added).  Blanch contrasted 

this with non-transformative uses “when the defendant has done no more than find 

a new way to exploit the creative virtues of the original work.”  Id. at 252. 

Seltzer involved facts analogous to these Second Circuit cases.  The plaintiff 

created a drawing of a screaming face.  A video backing a Green Day live concert 

song critical of religion featured a substantially altered version of the plaintiff’s 

drawing with a spray-painted cross over the face.  Seltzer, 725 F.3d at 1174-75.  

Seltzer found that the defendants gave the original drawing a distinctly different 

aesthetic and appearance.  It noted that the original drawing “clearly says nothing 

about religion,” and was used as “raw material” for the video.   Id. at 1176.  The 

transformed drawing, “with the spray-painted cross, in the context of a song about 

the hypocrisy of religion, surrounded by religious iconography,” conveyed “new 

information, new aesthetics, new insights and understandings that are plainly 

different from those of the original piece.”  Id. at 1177.  The plaintiff himself 

testified that Green Day’s use “tainted the original message of the image.”  Id. 

Boldly does not meet any of the tests for transformation identified in Seltzer 

and kindred cases.  Defendants did not give the copied Dr. Seuss drawings a new 

aesthetic, but tried to replicate the unique Dr. Seuss aesthetic as closely as possible.  

They did not transform the drawings so as to make them “barely recognizable,” but 
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slavishly copied the originals.  They had the same purposes as Dr. Seuss in using 

the drawings for an uplifting, illustrated book about overcoming challenges, not 

“plainly different ones.”  They did not instill “new meaning” into the appropriated 

material, but sought to convey the same meaning as the copied work.  As a result, 

Boldly could easily substitute for Go! in the same gift-buyer market, just as 

Defendants intended.  See ER1154.  In contrast, the video collage in Seltzer was 

used in “only incidentally commercial” ways in a touring show, and never for 

merchandise, albums or promotional material that might compete with the 

plaintiff’s drawing.  725 F.3d at 1189. 

D. First Factor Conclusion 

As demonstrated above, Boldly does not make transformative use of the 

material copied from Dr. Seuss.  It cannot be reasonably perceived as a parody or 

other criticism of Go!’s philosophy.  Defendants’ claim that they wrote Boldly to 

criticize Go! beggars belief, in light of their many admissions to the contrary.  

They added no new aesthetic, purpose or meaning to the many Dr. Seuss drawings 

they copied.  In short, they merely found “a new way to exploit the creative virtues 

of the original [Dr. Seuss] work,”  Blanch, 467 F.3d at 252, for an overtly 

commercial end. The first factor thus cuts decisively against a finding that Boldly 

is a fair use. 
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III. THE NATURE OF DR. SEUSS’S WORK WEIGHS AGAINST FAIR 

USE (SECOND FACTOR) 

Defendants acknowledge that the second factor tilts against fair use, but are 

wrong that it weighs only “slightly” against fair use.  Def. Br. 37.  While the 

second factor protects the right of first publication, it also provides greater 

protection for published works “that are creative in nature.”  A&M Records, Inc. v. 

Napster, Inc., 239 F.3d 1004, 1016 (9th Cir. 2001).  Here, Defendants give too 

little weight to the highly imaginative nature of the Dr. Seuss works that they 

copied.  Def. Br. 37.  Even though this factor is not determinative, the copying of 

published creative works, such as Dr. Seuss’s drawings, cuts against a finding of 

fair use.  VHT, Inc. v. Zillow Group, Inc., 918 F.3d 723, 744 (9th Cir. 2019). 

IV. THE AMOUNT OF MATERIAL TAKEN BY DEFENDANTS FROM 

DR. SEUSS WAS EXTENSIVE AND WEIGHS AGAINST FAIR USE 

(THIRD FACTOR) 

Defendants’ third factor discussion is again larded with unproven, self-

congratulatory assertions.  They claim that they “judiciously incorporated just 

enough of the originals to be identifiable” while “serv[ing] the[ir] comedic 

purposes,” and that they should not be faulted because they appropriated drawings 

from only five of Dr. Seuss’s almost 60 books.  Def. Br. 39.  However, 

Defendants’ commercial purpose did not justify taking any material from Dr. 

Seuss, let alone so much from so many original Dr. Seuss drawings. 
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First, “the extent of permissible copying varies with the purpose and 

character of the use.”  Campbell, 510 U.S. at 586-87.  As shown in DSE’s opening 

brief and above, Defendants admitted that the purpose and character of their use 

was to convey the same uplifting message as Go! using illustrations from Dr. Seuss 

works, in pursuit of a “nice payday.”  See, e.g., ER421; ER343-45; ER1048-54; 

ER478-84.  Because Boldly has no fundamentally new message or purpose, 

Defendants were not permitted to copy any Dr. Seuss drawings.  Even if the text of 

Boldly had contained an implicit criticism of Go’s “individualism,” Defendants 

never explain why it was necessary to copy any drawings from Go!—much less 

drawings from unrelated Dr. Seuss stories—to make that criticism understood. 

Second, Defendants’ contention that the taking was not quantitatively 

substantial contradicts the record.  Defendants “slavishly” copied drawings from 

14 of 24 pages of Go!, with no more excuse than to make Boldly look more like a 

real Dr. Seuss book and thus more salable.  DSE Br. 39.  Campbell points out that 

even parody may not justify a taking when a “‘substantial portion’ of the parody 

itself is composed of a ‘verbatim’ copying of the original,” given the risks of 

market substitution.  510 U.S. at 589. 

It is irrelevant that Defendants did not copy any Dr. Seuss drawing in its 

entirety and copied drawings from only a handful of Dr. Seuss’s many books.  No 

authority cited by Defendants holds that a taking is more reasonable because the 
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original work or an author’s entire catalog was not completely copied.  The 

Supreme Court held that it was not fair use to copy between 300 and 400 words 

from a multi-chapter biography.  Harper & Row, Publishers, Inc. v. Nation Enters., 

471 U.S. 539, 548 (1985); see also Peter Letterese and Associates, Inc. v. World 

Scientology Enters., Int’l, 533 F.3d 1287, 1315 (11th Cir. 2008) (not fair use to 

copy sales drills from a much larger book on techniques for selling); TCA 

Television Corp. v. McCollum, 839 F.3d 168 (2d Cir. 2016) (not fair use to copy 

approximately a minute of “Who’s on First” routine). 

Third, what was taken was qualitatively valuable to the original works.   

Copying even a small portion of a work can be a substantial taking if that portion is 

near the heart of the original work.  Harper & Row, 471 U.S. at 548.  For example, 

although Defendants may have only taken a small number of drawings from 

Sneetches and Grinch, the illustrations are central to the morals of those stories, 

and Defendants themselves assert that the stories’ “morals have stronger claims to 

primacy.”  Def. Br. 42.  The machine that puts stars on the bellies of Sneetches (or 

removes them), copied as the “transporter” in Boldly (DSE Br. 43), is the central 

device of Sneetches through which the social moral of the story is taught, and 

appears on many of that story’s pages (ER1007-1019).  The same is true for the 

image of the Whos singing in a circle, which Defendant copied with Star Trek 
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characters drawn in the style of the Whos: the image carries the central moral of 

Grinch, that “Christmas doesn’t come from a store.”  DSE Br. 43; ER974-1003. 

To summarize, Defendants have “helped themselves overmuch,” Campbell, 

510 U.S. at 587, from the creativity and wit of Dr. Seuss, and the third factor 

therefore cuts against a finding of fair use. 

V. THE HARM TO DSE’S POTENTIAL MARKETS WEIGHS 

AGAINST FAIR USE (FOURTH FACTOR) 

A. Defendants Bear the Burden of Showing No Market Harm 

Defendants make an unavailing attempt to shift the burden on the fourth 

factor, market harm, to DSE.  The law places the burden squarely on Defendants.  

The Supreme Court has said so: Campbell, the Court’s latest fair use 

pronouncement, stated that because fair use is an affirmative defense, “the 

proponent would have difficulty carrying the burden of demonstrating fair use 

without favorable evidence about relevant markets,” and the absence of such 

favorable evidence “disentitled the proponent of the defense . . . to summary 

judgment.”  510 U.S. at 590, 594.  This Court has said so too: in Monge v. Maya 

Magazines, Inc., 688 F.3d 1164, 1181 (9th Cir. 2012), this Court noted that the 

defendant failed to offer “any evidence of the relevant market or the lack of market 

harm from its publication other than broad, unsubstantiated statements in its brief,” 

and termed the defendant’s default a “failure of proof.”  Id. 
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Lenz v. Universal Music Corp., 815 F.3d 1145 (9th Cir. 2016), did not 

change the burden of proof on the fourth factor.  Lenz was a suit under 17 U.S.C. 

§ 512(c)(3)(A)(v) that examined whether a copyright holder that issues a takedown 

notification must first “consider whether the potentially infringing material is a fair 

use.”  815 F.3d at 1151.  The statute requires a good faith averment by the holder 

that the challenged use is not “authorized by the law.”  The defendant argued that 

fair use was not authorized by the law because it is an affirmative defense. 

Lenz distinguished between two types of affirmative defenses: one that 

exists because of “the procedural posture of the case,” and one “that excuses 

impermissible conduct.”  Id. at 1152.  The decision held that fair use is not the 

latter kind of affirmative defense because 17 U.S.C. § 107 expressly defines fair 

use as not copyright infringement.  Id. at 1160-61.  However, Lenz made no 

changes to this Court’s long-standing “procedural” view that the defendant in an 

infringement case must prove that its use was fair.  Rather, the Court expressly 

agreed that: “‘Regardless of how fair use is viewed, it is clear that the burden of 

proving fair use is always on the putative infringer.’”  Id. at 1152-53 (quoting the 

Eleventh Circuit’s statement in Bateman v. Mnemonics, Inc., 79 F.3d 1532, 1542 

n.22 (11th Cir. 1996)) (emphasis added).  Post-Lenz cases reaffirm that in 

infringement cases, fair use is an affirmative defense whose burden of proof rests 

on the defendant.  VHT, 918 F.3d at 739; Disney Enters. v. VidAngel, Inc., 869 

Case: 19-55348, 11/25/2019, ID: 11512194, DktEntry: 72, Page 25 of 39



 

20 
 

F.3d 848, 855 (9th Cir. 2017).  Defendants’ attempts to shift the burden to DSE 

should be rejected. 

B. Boldly Serves as a Market Substitute for Go! Itself 

Turning to the substance of the fourth factor, Defendants’ market harm 

arguments are premised on the erroneous claim that Boldly is transformative.  As 

shown at DSE Br. 51-52 and above, the premise is false: the book is not a parody 

or other transformation of Go!.  Accordingly, the absence of a licensing market for 

parodies is irrelevant to this case’s fourth-factor analysis. 

The facts show that Boldly would function as a substitute for Go!.  Boldly 

hews closely to Go!, providing a story with the same moral as the original and 

copying extensively from the unique artistic creativity of Dr. Seuss.  Boldly would 

likely be bought by the same audience that now buys Go! in the same brick-and-

mortar and online stores where Go! is an annual best-seller.  See ER1154.  

Contrary to Defendants’ assertions, see Def. Br. 54-55, Boldly has stand-alone 

appeal.  The book can be fully enjoyed without having first read Go!, further 

allowing sales of Boldly to substitute for sales of Go!. 

The record confirms that if published, Boldly would be competing for sales 

with Go!, and it is irrelevant that Defendants may have once aimed at a smaller 

market.  Cf. Def. Br. 55.  By signing a deal with a mass-market publisher, 

Defendants knew that Boldly would be distributed and promoted to a much larger 
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universe of buyers than hard-core Star Trek fans.  AMP, the experienced publisher 

that planned to mass-market Boldly for Defendants, envisioned selling the book in 

physical and online bookstores, just like Go!, and viewed the target audience as 

“Graduates and parents of graduates (college, high school, 8th grade); fans of Star 

Trek; fans of Dr. Seuss.”  ER1154; ER9; see also Professors Balganesh, Menell & 

Nimmer Amicus Br. 19 (discussing close commercial proximity of Boldly and Go!, 

especially as graduation gifts).  Further, this major publisher did not view the 

market as limited to people who had already read Go!, but rather to include fans of 

Dr. Seuss works generally.  ER1154.  Consistent with this view, it is reasonable to 

expect that an aunt looking for an entertaining and inspirational gift for a 

graduating niece who is a Star Trek fan (or just generally interested in space or 

exploration) would buy a Star Trek-Go! mash-up instead of the original Go! book. 

C. Mash-ups of Dr. Seuss With Other Copyrighted Properties Are 

Within DSE’s Potential Derivative Markets 

Defendants argue that Boldly is not like other books or products that DSE 

has licensed to date.  Def. Br. 51-54.  However, they cite no authority holding that 

only markets already licensed by a copyright owner are relevant to the fourth 

factor, because the law actually goes the other way.  The fourth factor looks to the 

“effect of the use upon the potential market for or value of the copyrighted work,” 

17 U.S.C. § 107(4) (emphasis added), which includes the market for derivatives of 

the original work, Campbell, 510 U.S. at 590.  Relevant derivative markets are 
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those which “creators of original works would in general develop or license others 

to develop.”  Id. at 592 (emphasis added).  Mash-ups are “traditional, reasonable or 

likely to be developed” derivative markets that copyright owners may jointly 

develop.  Seltzer, 725 F.3d at 1179 (quoting Ringgold v. Black Entm’t Television, 

Inc., 126 F.3d 70, 79 (2d Cir. 1997)).  Major entertainment companies have often 

joined together to develop derivative mash-up works combining elements of their 

copyrighted universes and characters.  See MPAA Amicus Br. 2-5.  A derivative 

mash-up work combining Dr. Seuss with Star Trek is therefore a reasonable 

potential market for DSE to pursue. 

Although not essential to establish that Boldly intrudes on DSE’s potential 

market, DSE showed below that it is already in the mash-up business, having 

developed or authorized a number of derivative properties combining elements of 

Dr. Seuss with those from other copyright owners.  DSE Br. 3-4, 54-55.  No 

authority supports Defendants’ pseudo-literary assertions that such a combination 

cannot be a mash-up unless it is “comedic,” “metafictional,” “intertextual,” 

“rhetorical,” or “polyphon[ic].”  Cf. Def. Br. 26, 50-52.  DSE’s Style Guide is also 

irrelevant to evaluating harm to DSE’s potential derivative markets.  Cf. Def. Br. 

52-54.  Because it was created by and for the benefit of DSE, the Style Guide can 

be waived or not applied by DSE at any time.  Indeed, the record shows that in 

DSE’s collaborative mash-ups with The Jim Henson Company, the Style Guide 
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was not in place; the parties instead drafted a particularized set of contractual 

limitations on how each side’s intellectual property would be used.  ER897; 

ER905; ER1577-1770; DSE Br. 4. 

D. Derivative Market Harm Must Be Determined By Considering 

Widespread Conduct Similar to Defendants’ Conduct, Not Just 

Defendants’ Conduct 

One of the district court’s most significant errors, which Defendants repeat, 

was mentioning but not applying the requirement that analysis of market harm 

must focus on “whether unrestricted and widespread conduct of the sort engaged in 

by the defendant . . . would result in a substantially adverse impact on the potential 

market” for the original.  Campbell, 510 U.S. at 590.  This broader view is 

necessary because while one infringement may not cause material harm, many 

similar infringements “in the aggregate become a major inroad on copyright that 

must be prevented.”  Harper & Row, 471 U.S. at 568 (citing to S. Rep. No. 94-473, 

p. 65 (1975)).  At a minimum, the “conduct of the sort” here is any work that seeks 

to mash up elements of Go! with another pop culture property, such as movies, 

comic books, or science fiction.  If anyone is free to copy as much from Go! and 

another well-known property and combine the results, serious erosion to the 

market for Go! (and by extension, the markets for other copyrighted works) is 

inevitable. 
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Defendants also ignore the point made in the opening brief: DSE’s rights as 

a copyright owner include a right to choose not to authorize derivatives of its 

original work in order to prevent dilution of interest in the original, or for any other 

reason.  DSE Br. 56.  This right is consistent with 17 U.S.C. § 107(4)’s statement 

that harm to a plaintiff’s “potential” markets is the pertinent fourth-factor 

consideration, and is an aspect of the copyright owner’s right to “choose whether 

to publish [a work] at all,” Harper & Row, 471 U.S. at 564.   Even if a plaintiff 

“has evidenced little if any interest in exploiting [a] market for derivative works     

. . . , the copyright law must respect that creative and economic choice.”  Castle 

Rock Entm’t Inc., 150 F.3d at 145-46.  Were anyone allowed to follow Defendants 

and sell mash-ups combining large helpings of Go! with other properties, DSE 

would suffer substantial harm to its right not to create or license such derivatives. 

E. Unrelated Third-Party Uses Are Not Relevant to Market Harm 

Defendants also argue that Boldly cannot harm sales of Go! because there 

are two other different unauthorized uses of Dr. Seuss works: an off-Broadway 

play parodying Grinch, which ran in 2017, and a book called Meetings.  Def. Br. 

42.  But in addition to lacking any record evidence supporting their contention of 

no market impact, Defendants do not show that these alleged uses are similar to 

Boldly.  They cite no authority holding that dissimilar third-party uses of an 
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author’s works are relevant to an assessment of market harm that is likely to flow 

from widespread uses that are similar to the defendant’s use. 

Thus, as shown above and in DSE’s opening brief, Defendants have failed to 

show that Boldly and similar works taking from Dr. Seuss would not harm DSE’s 

potential markets.  The Court should therefore find that the fourth factor cuts 

against fair use. 

VI. THE FACTORS WEIGHED TOGETHER SHOW THAT BOLDLY IS 

NOT A FAIR USE 

DSE’s arguments remain unrefuted, and the unfair nature of Boldly’s 

appropriations are beyond question.  Boldly does not parody or criticize the 

message of Go! and does not add distinctly new meaning or purpose to the 

drawings so painstakingly copied from Dr. Seuss.  Defendants intended to imitate 

Go!, not transform it, and simply piggybacked on Dr. Seuss’s unique artistic skill 

for commercial exploitation.  And the excuse Defendants now give the Court for 

their copying is “pure shtick,” Penguin Books, 109 F.3d at 1403, that is belied by 

their own admissions of purpose.  Factor one goes decisively to Plaintiff. 

Factor two also goes to Plaintiff, as Defendants admit.  So does factor three, 

because Boldly is not transformative and no amount of copying from Go! and other 

Dr. Seuss works is justified.  And, even if Boldly somehow criticized the 

“individualistic” viewpoint of Go!’s words, this would not excuse Defendants’ 

extensive copying of Dr. Seuss’s drawings. 
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Finally, this case presents one of the strongest risks of market harm in fair 

use annals.  The markets here are not hypothetical: Go! is a perennial best-selling 

book, and DSE one of the world’s biggest book licensors.  If Boldly were allowed 

on the market, this would not only erode purchases of Go!, but attract other profit-

seekers who would combine Go! with other pop culture properties to grab another 

portion of Go’s graduation market.  The likely harm to DSE’s potential derivative 

markets is just as real.  Moreover, as shown in the amicus briefs supporting DSE’s 

position, affirmance would open the floodgates to a host of unauthorized mash-ups 

of other copyright owners’ properties, with similar risks of serious market erosion 

and loss of incentive to create. 

Because all four fair use factors cut against Defendants, the Court should 

reject their claim of fair use and enter summary judgment of copyright 

infringement for DSE. 
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VII. THE TRADEMARK CLAIMS SHOULD BE REMANDED FOR 

TRIAL 

A. Defendants Cannot Overcome This Court’s Gordon Decision on 

the First Amendment Issue 

In shielding Defendants’ trademark infringement under the First 

Amendment, the district court committed precisely the same error that produced a 

reversal in Gordon v. Drape Creative, Inc., 909 F.3d 257 (9th Cir. 2018).  

Specifically, the district court imposed a “rigid requirement that, to be explicitly 

misleading, the defendant must make an ‘affirmative statement of the plaintiff’s 

sponsorship or endorsement.’”  Id. at 269; see ER47-48.  This Court in Gordon 

rejected such a requirement and instead held “‘all of the relevant facts and 

circumstances’ must be considered.”  Id. (quoting Rogers v. Grimaldi, 875 F.2d 

994, 1000 n.6 (2d Cir. 1989)).  The district court’s legal error calls for reversal, and 

the existence of material disputed factual issues under the correct legal standard 

warrants a remand for trial. 

Unable to defend the district court’s legal error, Defendants argue their 

version of the facts, claiming there is enough additional expression in Boldly to 

render their use of DSE’s trademarks not explicitly misleading.  Def. Br. 60-61.  

But as explained at DSE Br. 60-61, the relevant facts are disputed, and on 

summary judgment those disputes must be resolved in DSE’s favor.  Moreover, 

Defendants ignore undisputed facts showing that Boldly explicitly misleads as to 
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its source.  The district court itself “found that ‘[t]he look of the lettering is 

unquestionably identical on both books, down to the shape of the exclamation 

point.’”  ER48 (quoting ER70).  This visual identity is germane to the “explicitly 

misleading” prong under Gordon’s “all relevant facts and circumstances” test.  

And contrary to Defendants’ assertion that adding “Boldly” to Go!’s title shields 

them from trademark liability, Gordon holds “‘misleading titles that are 

confusingly similar to other titles’ can be explicitly misleading.”  Id. (quoting 

Rogers, 875 F.2d at 999 n.5) (first emphasis added).  It is a triable factual question 

whether Defendants have avoided confusing similarity by including one additional 

word in their book’s title, especially given the look-alike positioning and font of 

the titles on both books.  See Gordon, 909 F.3d at 271. 

B. Defendants Cannot Justify the District Court’s Categorical Denial 

of Trademark Protection for Distinctive Illustration Styles and 

Fonts 

Defendants’ argument on the protectability of the distinctive Seussian 

illustration style and Seussian font likewise boils down to a triable factual dispute.  

Defendants’ principal authority consists of their own personal opinions on the 

meaning of “style” and whether an artistic style can be licensed.  Def. Br. 62-63.  

But Defendants offer no real defense of the district court’s legal error: the conflict 

between its categorical ruling (ER36-39) and the Supreme Court’s holding that 

“almost anything at all that is capable of carrying meaning” can be a mark.  
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Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 162 (1995); see also 15 U.S.C. 

§ 1127 (Congress’s expansive definition of trademark). 

Moreover, Defendants repeat the district court’s additional error of ignoring 

DSE’s extensive evidence of secondary meaning.  Def. Br. 63 (“DSE put up no 

evidence that a style per se is licensable or ownable.”).  DSE’s evidence included 

unrebutted survey evidence, a Merriam-Webster dictionary definition of 

“Seussian,” and Defendants’ admittedly intentional copying of the style and font 

marks.  DSE Br. 63.  Defendants give no reason why this evidence, all of which is 

highly relevant to trademark secondary meaning, is not enough to defeat summary 

judgment under the correct legal standard.  Defendants instead try to downplay the 

importance of Dr. Seuss’s style, while once again ignoring their sworn statements 

in the record, including Defendant Hauman’s admissions that Dr. Seuss’s style is 

so distinctive that you “know it when you see it” and that he brought illustrator 

Templeton into the project because he excelled at aping the styles of other artists.  

ER165; ER172; ER178; ER260. 

Finally, contrary to Defendants’ suggestion, the Supreme Court’s decision in 

Dastar did not render illustration styles unprotectable as a matter of trademark law.  

Rather, the Court in Dastar simply held that the phrase “origin of goods” in the 

Lanham Act “refers to the producer of the tangible goods that are offered for sale.”  

Dastar Corp. v. Twentieth Century Fox Film Corp., 539 U.S. 23, 37 (2001).  
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DSE’s trademark claims—that consumers are likely to be confused from the 

similarity of font and illustration style into believing that DSE has sponsored or 

approved Boldly—are entirely consistent with Dastar.  The alleged confusion is 

over the source of the book, not the authorship of the content.  Nor does Dastar 

have anything to say about whether trademark law can protect distinctive 

illustration styles and fonts.  The definition of a trademark in the Lanham Act and 

Qualitex make clear that these aspects of a book can function as source-identifying 

marks. 

VIII. CONCLUSION 

Accordingly, the Court should reverse the judgment, enter summary 

judgment in DSE’s favor on its copyright claim and remand for a determination of 

damages and attorney’s fees, and remand the trademark claims for trial. 
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C a party or parties are filing a single brief in response to a longer joint brief.

C complies with the length limit designated by court order dated

C is accompanied by a motion to file a longer brief pursuant to Cir. R. 32-2(a).
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